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REMARKS 

Summary of Official Actions 

Claims 44-1 15 are pending in the present application and all claims stand rejected. 
Claims 44, 53, 62, 77, 92, and 101 are the independent claims. Pre-appeal review of the 
outstanding rejections is requested because, in our view, the cited art fails to teach or suggest 
all of the recitations of at least the independent claims. 

In an Official Action dated September 4, 2008 ("Final Rejection"), the independent 
claims were rejected under 35 USC § 102(b) as being anticipated by Broadwin, US Patent 
5,903,816 ("Broadwin"). The remainder of the dependent claims, namely claims 45-52, 54- 
61, 63-76, 78-91, 93-100 and 101-115, were rejected either under 35 USC § 102(b) as being 
anticipated by Broadwin or were rejected under 35 USC § 103(a) as unpatentable over 
Broadwin in view of at least one other reference. The rejections of the dependent claims all 
rely on Broadwin to anticipate the independent claims. 

In an Advisory Action dated December 23, 2008 ("Advisory Action"), the examiner 
maintained all of the rejections. The examiner also entered applicants' proposed amendments 
for purposes of appeal. 

Brief Overview of Applicants' Claimed Subject Matter 

The claimed subject matter relates generally to interactive television and, more 
particularly, to interactive television for promoting and selling products. One aspect of the 
independent claims is that an electronic file, which includes an interactive icon and a first 
content, is received along with a video signal including a second content. Further, 
instructions are generated which configure a set-top box to (1) overlay the interactive icon in 
the electronic file on at least a portion of the second content in the video signal, and (2) 
display the first content if the interactive icon is selected. The video signal, the instructions 
for the set-top box, and the electronic file are combined into a first channel, and that first 
channel is combined with a second channel into a broadcast signal. Finally, the broadcast 
signal is transmitted to a set-top box. 
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Broadwin's Failure to Anticipate Applicants' Claimed Subject Matter 

Applicants submit that their independent claims are patentably defined over Broadwin 
for at least the reason that Broadwin fails to teach receiving an interactive icon and first 
content, and then generating instructions for a set-top box based on the received first content. 

As amended for purposes of appeal, claim 44 recites, in part: 

receiving an electronic file, wherein the electronic file includes 
an interactive icon and first content; 

receiving a video signal including second content; 

generating instructions for a set-top box, wherein the 
instructions for the set-top box configure the set-top box to overlay 
the interactive icon in the electronic file on at least a portion of the 
second content in the video signal and the instructions for the set-top 
box configure the set-top box to display the first content if the 
interactive icon is selected. 

Thus, claim 44 recites receiving (1) an interactive icon, (2) a first content, and (3) a second 

content from a video signal. Further, claim 44 recites generating instructions to configure a 

set-top box (1) to overlay the interactive icon on the second content, and (2) to display the 

first content if the interactive icon is selected. 

In the Final Office action, the examiner rejected claim 44 under 35 USC § 102(b) as 

being anticipated by Broadwin as follows: 

receiving an electronic file (interactive application content, see col 5, 
lines 2-10), wherein the electronic file includes an interactive icon 
(see selections options, see col 7, lines 34-41) and first content (see 
col 5, lines 2-10), 

receiving a video signal including second content (audiovisual 
content, see col 4, lines 57-63), 

generating instructions for a set-top box (see col 5, lines 1-10), 
wherein the instructions for the set-top box are configured to overlay 
the interactive icon (see selections options, see col 7, lines 34-41) in 
the electronic file (interactive application content, see col 5, lines 2- 
10) on at least a portion of the second content (audiovisual content, 
see col 4, lines 57-63) in the video signal (see col 7, lines 28-41) and 
the instructions for the set-top box are configured to display the first 
content if the interactive icon is selected (see col 7, lines 48-53). 

(Final Rejection, page 2.) Thus, the examiner cited to col. 5, lines 1-10 of Broadwin as 

teaching both receiving an electronic file (Broadwin's electronic file) and generating 
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instructions for a set-top box based on the received first content, second content and 

interactive icon. The cited portion of Broadwin states: 

The broadcast center also includes an application server for creating 
and/or generating interactive application content. The interactive 
application content comprises application code and data which is 
designed to be executed by a processor within a set top box or 
television to support an interactive television feature. The application 
server is preferably configured for generating or providing "OpenTV" 
interactive applications. The application server may also provide 
"Java" applets or other interactive program content, as desired. 

(Broadwin, col. 5, 11. 1-10; emphasis added, figure element numbers removed.) Thus, the 

cited portion of Broadwin teaches "creating and/or generating" interactive content, including 

code for executing the interactive content on a set-top box. Applicants respectfully submit 

that Broadwin 's generating an interactive icon does not teach receiving an electronic file with 

a first content, as recited by claim 44. Further, claim 44 recites generating instructions for the 

set-top box to overlay the received interactive icon on the received second content and 

generating instructions for the set-top box to display the received first content if the received 

interactive icon is selected. While Broadwin may teach generating interactive content 

including the code necessary for a set-top to execute the content, Broadwin fails to teach 

generating instructions for integrating a received first content with a received interactive icon 

and a received second content. The recited claim 44 has at least the advantage that the first 

content and the second content are received from potentially different entities and the 

instructions for combining the contents are generated by the distributor. 

In the Advisory Action, the examiner further states that he "believes that if 
instructions are configured to perform a task, and the instructions are stored on a device to be 
executed by a processor, then the device is configured to perform the task." (Advisory 
Action, page 2.) Without admitting that the examiner's belief is correct, applicants 
respectfully submit that, whether or not Broadwin 's instructions configure the device, 
Broadwin fails to disclose receiving a first content and generating instructions based on that 
first content, as discussed above. 

For at least the reasons discussed above, applicants respectfully submit that claim 44 
is patentably defined over the cited art. Accordingly, applicants respectfully request 
withdrawal of the rejection of claim 44 under 35 USC § 102(b). 
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The remaining independent claims, claims 53, 62, 77, 92 and 101, stand rejected 
under 35 USC § 102(b) for the same reasons as the rejection of claim 44 discussed above. 
For at least the reasons discussed above, applicants respectfully submit that claims 53, 62, 77, 
92 and 101 are patentably defined over the cited art. Accordingly, applicants respectfully 
request withdrawal of the rejection of claims 53, 62, 77, 92 and 101 under 35 USC § 102(b). 

As discussed above, the rejections of dependent claims 45-52, 54-61, 63-76, 78-91, 
93-100, and 101-115 all rely on Broadwin to anticipate the independent claims. For at least 
the reasons discussed above regarding the independent claims, applicants respectfully submit 
that claims 45-52, 54-61, 63-76, 78-91, 93-100, and 101-115 are patentably defined over the 
cited art. Accordingly, applicants respectfully request withdrawal of the rejection of claims 
45-52, 54-61, 63-76, 78-91, 93-100, and 101-115 under 35 USC §§ 102(b) and 103(a). 

Conclusion 

For at least the foregoing reasons, applicants submit that the independent claims are 
patentably defined over the cited art. Applicants respectfully request either allowance of the 
existing claims, or, alternatively, a reopening of prosecution on the merits and an appropriate 
Office communication in due course. If appropriate, applicants respectfully request a 
proposed amendment proposing changes that, if accepted, may result in an indication of 
allowability for the contested claims. 

Should the examiner have any questions or concerns that might be efficiently resolved 
by way of a telephonic interview, the examiner is invited to call applicants' undersigned 
attorney, Jon M. Isaacson, at 206-332-1102 . 

Date: February 4, 2009 

/Jon M. Isaacson/ 

Jon M. Isaacson 
Registration No. 60,436 

Woodcock Washburn LLP 
Cira Centre 

2929 Arch Street, 12th Floor 
Philadelphia, PA 19104-2891 
Telephone: (215) 568-3100 
Facsimile: (215)568-3439 
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